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DETAILED ACTION 

1. Claims 1-3 1 and 46-64 are pending in the application. 



Continued Examination Under 37 CFR LI 14 
2. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 . 1 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 6/12/06 has been entered. 



Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 
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4. Claims 1, 13-16, 28-3 1, 46 and 58-60 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1, 14, 26, 70 
and 101 of copending Application No. 09/747,097 (hereafter '097). Although the conflicting 
claims are not identical, they are not patentably distinct from each other because both teaches 
deferring print data/job not intended for the recipient/user during a period in which the 
recipient/user has exclusive control of the device's capabilities and required authentication of the 
recipient/user prior to providing exclusive control of the device's capabilities. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

The difference between this application and the '097 application is the location of the 
claim limitations in the claim hierarchy. The limitations in claims 1, 13-16, 28-31, 46 and 58-60 
of this application corresponds to claims 1, 14, 26, 70 and 101 in the '097 application; More 
specifically, claims 1 and 13-15 corresponds to claim 1 in the '097 application; claims 16 and 
28-31 corresponds to claims 26 and 101 in the '097 application; claims 46 and 58-60 correspond 
to claims 14 and 70 in the '097 application. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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6. Claims 1-14, 16-29, 31, 46-59, 61 and 63 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Theimer et al (hereafter Theimer) (U.S. patent 5,61 1,050), in view of Bennett 
(U.S. PG Pub US20020007422A1), further in view of Parry (U.S. PG Pub 20020196460). 

7. Theimer and Bennett were cited in the previous office action. 

8. As to claim 1, Theimer teaches the invention substantially as claimed including a method 
for providing exclusive control of a device's capabilities to a user over a network, the method 
comprising the steps of: 

requesting, by an information processing apparatus, that the device provide the user with 
exclusive control of the device's capabilities [col. 26, lines 27-33, 44-50; 500, Fig. 18]; 

determining, by the device, whether the device is available for the user to obtain 
exclusive control of the device's capabilities [col. 26, lines 50-51; 502, Fig. 18]; 

in a case where the device determines in the determining step that the device is available 
for the user to obtain exclusive control of the device's capabilities, providing, by the device, the 
user exclusive control of the device's capabilities [col. 26, lines 57-65; 506, 508, 510, Fig. 18]. 

9. Theimer does not specifically teach in a case where the device determines in the 
determining step that the device is not available for the user to obtain exclusive control of the 
device's capabilities, adding, by the device, the user to a reservation queue of users requesting to 
obtain exclusive control of the device's capabilities. However, Theimer disclosed denying 
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request when the device is not available for the user to obtain exclusive control of the device's 
capabilities [col. 26, lines 51-53; 504, Fig. 18]. In addition, Bennett teaches queuing and 
retrieving access request in a wait queue based on priorities and granting exclusive access to the 
application on the exclusive queue if the exclusive queue (i.e. first position) has an application of 
higher priority than all applications in the non-exclusive queue [Bennett, pg. 9, paragraph 91; 
paragraph 92, lines 9-10; pg. 10, paragraph 96, lines 3-7]. 

10. It would have been obvious to one of an ordinary skill in the art at the time the invention 
was made, to have combined Bennett's request queuing method to Theimer' s method of 
requesting exclusive control because by queuing requests rather then simply denying access 
when a resource is busy reduces network traffics (i.e. denied request causing client to make 
additional request attempts) and produce a more efficient method of managing requests. 

1 1 . Furthermore, Theimer does not specifically teach requesting, by the information 
processing apparatus, that the device process a job using the device's capabilities and adding, by 
the device the requested job to a job queue of jobs to be processed using the device's capabilities, 
a job at a first position within the job queue, corresponding to a user other than the user who has 
been provided exclusive control of the device's capabilities, is deferred from being processed 
during a period in which the user, who has been provided exclusive control of the device's 
capabilities, maintains exclusive control of the device's capabilities. However, Theimer 
disclosed exclusive access to a device's capabilities [col. 26, lines 27-30]. Bennett teaches 
queuing access requests and retrieving access requests when an application releases a resource 
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from its exclusive use in a wait queue based on priorities and granting exclusive access to the 
application on the exclusive queue if the exclusive queue (i.e. first position) has an application of 
higher priority than any and all application in the non-exclusive queue [Bennett, pg. 9, paragraph 
91; paragraph 92, lines 9-10; pg. 10, paragraph 96, lines 3-7]. In addition, Parry teaches promote 
or demote the priority of documents within a queue, and setting printer priority for documents 
sent by specified users [Parry, pg. 2, paragraph 10, lines 14-20; pg. 6, paragraph 53, lines 10-12; 
pg. 7, paragraph 63, lines 8-9]. 

12. It would have been obvious to one of an ordinary skill in the art at the time the invention 
was made, to have combined the teachings of Theimer, Bennett, and Parry because Parry's 
teachings allow increased control over jobs pending to be processed [Parry, pg. 1, paragraph 8, 
lines 13-16; paragraph 9, lines 1-5]. 

13. As to claim 2, this claim is rejected for the same reason as claim 1 above. 

14. As to claim 3, this claim is rejected for the same reason as claim 1 above. 

15. As to claim 4, Theimer as modified teaches the invention substantially as claimed 
including in a case where the device determines in the determining step that the device is under 
exclusive control of another user, further comprising the device determining whether the user 
requesting exclusive control of the device has a higher priority than the other user and, if the 
requesting user does have a higher priority than the other user, the device temporarily yielding 
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exclusive control of the device to the requesting user, thereby providing the requesting user with 
exclusive control of the device [Bennett, pg. 9, paragraph 92, lines 1-8; paragraph 97, lines 4-6]. 

16. As to claim 5, Theimer as modified teaches the invention substantially as claimed 
including wherein the determining step by the device comprises the device determining whether 
the user is authorized to obtain exclusive control of the device [col. 27, lines 3-5; 520, Fig. 19]. 

17. As to claim 6, this claim is rejected for the same reason as claim 1 above. 

18. As to claim 7, this claim is rejected for the same reason as claims 1 and 6 above. In 
addition, Theimer as modified does not specifically teach notifying the user that exclusive 
control has been provided. However, Bennett disclosed processing notification messages from 
equipment to applications notifying the applications the status of the equipment [Bennett, 
paragraph 66, lines 1-11; paragraph 68, lines 12-15; Fig. 3B]. It would have been obvious to one 
of an ordinary skill in the art at the time the invention was made, to have recognize that the 
teaching of Bennett would include informing the user the availability of the device and the status 
of the user's (application's) request, in order for the user to perform/confirm its operations using 
the device's capabilities in a timely manner without delaying other users or taking up the 
capacity of the queue. 



19. 



As to claims 8-9, these claims are rejected for the same reason as claim 7 above. 



Application/Control Number: 09/986,795 Page 8 

Art Unit: 21.94 

20. As to claims 10-12, these claims are rejected for the same reason as claims 1 and 8. In 
addition, Theimer as modified does not specifically teach moving the user to a new position 
within the reservation queue, wherein the new position is a last position within the reservation 
queue, and wherein the new position is based on the user's priority as compared with other user's 
in the reservation queue. However, it would have been obvious to one of an ordinary skill in the 
art at the time the invention was made, to lower the request's priority (given it the lowest 
priority) or resorting the requests in the queue base on its priority as been considered by Theimer 
as modified. 

21. As to claim 13, Theimer as modified does not teach wherein the device is a multifunction 
device and wherein the device's capabilities comprise printing, facsimile, scanning and copying. 
However, Theimer disclosed various computing devices that includes printer, copier, Tab, Board, 
etc. [col. 5, line 54; col. 14, lines 22-23; col. 26, lines 27-31], It would have been obvious to one 
of an ordinary skill in the art at the time the invention was made, to have recognized that the 
computing devices of Theimer are not limited to the above examples and could include 
multifunction device with the capabilities of printing, facsimile, scanning and copying to extend 
the functionality of Theimer' s method. 

22. As to claim 14, this claim is rejected for the same reason as claim 5 above. 



23. 



As to claim 61, this claim is rejected for the same reason as claim 1 above. 
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24. As to claims 16-29, these are computer-executable process claims that correspond to the 
method claims 1-14. Therefore, they are rejected for the same reason as claims 1-14 above. 

25. As to claim 31, this is a computer-readable medium claim that corresponds to the method 
claim 1. Therefore, it is rejected for the same reason as claim 1 above. 

26. As to claims 46-59, these are apparatus claims that correspond to the method claims 1-14. 
Therefore, they are rejected for the same reason as claims 1-14 above. 

27. As to claim 63, this claim is rejected for the same reason as claim 61 above. 

28. Claims 15, 30, 60, 62 and 64 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Theimer, Bennett and Parry as applied to claims 1, 16, 31 and 46 above, in view of Davis et 
al (U.S. Patent 5,633,932). 

29. Davis was cited in the last office action. 

30. As to claim 15, this claim is rejected for the same reason as claims 1-2. In addition, 
Theimer as modified teaches substantially in a case where the user is provided with exclusive 
control of the device, further comprising the steps of: 

the device obtaining identification information of the user [Theimer, col. 27, lines 3-7; 
520, Fig. 19; Davis, col. 5, lines 35-38;]; and 



Application/Control Number: 09/986,795 
Art Unit: 2194 



Page 10 



3 1 . However, Theimer, Bennett and Parry do not specifically teach based on the obtained 
identification information, the device automatically manipulating a print job within the job queue 
so as to print out the print job pending in the job queue for the user during a period in which the 
user maintains exclusive control of the device's capabilities, while temporarily deferring at least 
one print job pending in the job queue. Davis teaches upon receiving authentication through 
providing a PIN, release code, an authentication token or the like, the printing node decrypts the 
document and thereafter prints the document [Davis, col. 6, lines 41-48; 350, 355, 360, Fig. 3], 
It would have been obvious to one of an ordinary skill in the art at the time the invention was 
made, to have combined the teachings of Theimer, Bennett, Parry and Davis because Davis' 
teachings allow a secure processing of jobs submitted to be processed by the device's 
capabilities. 

32. As to claim 30, this is a computer-readable medium claim that corresponds to the method 
claim 15. Therefore, it is rejected for the same reason as claim 15 above. 

33. As to claim 60, this is an apparatus claim that corresponds to the method claim 15. 
Therefore, it is rejected for the same reason as claim 15 above. 

34. As to claim 62, this claim is rejected for the same reason as claims 1 and 15 above. In 
addition, Theimer as modified does not specifically teach pushing a button on the device for 
relinquishing exclusive control of the device's capabilities. However, Bennett disclosed 
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application releasing a resource from its exclusive use [Bennett, pg. 10, paragraph 96, lines 1-2] 
and Davis disclosed a user providing authentication near a printing node [Davis, col. 6, lines 38- 
41]. It would have been obvious to one of an ordinary skill in the art at the time the invention 
was made, to have recognized that the user intervention would complete the need of exclusive 
use of the resource and releasing the resource accordingly as being considered by Theimer as 
modified. 

35. As to claim 64, this claim is rejected for the same reason as claim 62 above. 

36. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

U.S. Patent No. 5,841,991 to Russell and U.S. Patent No. 5,696,899 to Kalwitz teach 
obtaining exclusive access to a peripheral device and sending jobs to the job queue of the 
peripheral device. 

Response to Arguments 

37. Applicant's arguments filed 7/12/06 have been fully considered but are mooted in view of 
the new ground of rejection. 

38. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Qing-Yuan Wu whose telephone number is (571) 272-3776. The 
examiner can normally be reached on 8:30am-6:00pm Monday-Thursday and alternate Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Thomson can be reached on (571) 272-3718. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Qing-Yuan Wu 
Examiner 
Art Unit 2194 




